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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30)' DAYS, 
WHICHEVER ISi LONGER, ^FROM THE M/?(iLING DATE OF THIS COMMUNICATION. 

- Extensions of tim^ liiay be available u nder the provisions jof 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed: 
after SIX (6) MONTHS from the mailing date of this comniunication. 

- If NO period for; reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the seft or exteiided period for reply iwill. by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment!' See- 37 CFR 1 .704(b). j . . 

Status 

1)0 Responsive to communication(s) filed on . 

2a)n This action is FINAL ; ; 2b)I3Thisacti6n is non-final.' 

3) D Since thisi application is in condition !f6r allowance except for fonmal matters, prosecution as to the merits is 

closedjh accordance iwith the practicb; under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. " 

Disposition of Claims 

4) M Claim{s) 1 and 2 \s/are pending in the application. 

4a) Of the above ciaim(s) is/are withdrawn from consideration. 

5) n Claim(s). is/are allowed. : = ; : * 

6) S Claim(s) 1 and 2 is/are rejected. i ; 

7) D Claim(s);_:__, is/are; objected to. > . • 

8) n Claim(s) i are subject to restridtion and/or election requirement. 

Application Papers 

I— 1 - ' ' ' ' 

9) U The specification js objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)P objiected to by the Examiner. 

Applicant may not request that any objection to the dra'wihg(s) be held in abeyante. See 37 CFR 1 .85(a). 

Replacenhent drawing sheet(s) including tfie correction is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected tp by the Examiner. Note the attached Office Action or form PTO-152. 



Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 3& U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)n Some * c)^ None of: 

1. ^ Certified copies of the priority documents have been received. 

2. n CiBrtified copiesj of the priority documents have been received in Application No. 



3.D Cbpjes of the certified copies of the priority documents have been received in this National Stage 
application from ;the international Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for ia list of the certified copies not received. 



Attachment(s) ' |> 

1 ) S ISotice of References Cit^d (PTQ-892) i 

2) n Notice of DraftspeVson's Patent Cprawii^g. Review (PprO-948) 

3) 13 Information Disclosure Statement(s)'(PtO/SB/Cl8) ' 

Paper No(s)/Mail Date 3/1/06 . 



4) n Inten/iew Summary (PTO-41 3) 

Paper No(s)/Mail Date. . 

5) [H Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070910 



Be^t Available Copy 



•I 



Applicatiori/Contfbl NU^^ Page 2 

Art Unit: 3747 I ! ■; 

. . :■. |... •, i;' 

• DETAILED ACTION 
Clkim Rejections • 35 use § 103 

Theifollowjng! Is aiicjuotatlij)!! of 35 U.SJC. 103(3) Which forms the basis for all 
obviousness rejecti(jns set forth ;ih this Office action: 

(a) A patent may riot be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 pi this title, if the differences between the: subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in thel aK to which said subject matter pertains. 
Patentabilitylshall.not be negatived by the rtianner in which the jinvention was made. 

Claims 1 and; 2 are reject^jd under 35 U.S.C. 103(a) as being unpaitentable over 

! : : 

Evans (6,003,47^) ih view of Sougawa (4,969,433), Howes (5,056,681), and Clary 
(3,430,969). Evans Shows a pistOn having a basic body whose one face forms a piston 
head 52 (see Figure 3), pin bosses 72, with pin bore disposed on the underside of. the 
basic body, skirt elements 54 thit connect the pin bosses with One another, a ring 
element 56 disposed in .the radially outer edge region of the piston head, which forms a 
ring-shaped cooling channel 64 with the basic body, the ring element being connected 
with the basic body j^y way of :a screw connection (see jcolumn 2, lines 40-44). 

EVans shows! everything except the piston and ring element being formed of 

^; ! j. 

aluminum and being forged and cast, respectively, the screw connection being sealed 
by means of a vyeld seam, and having a ring insert consisting of Ni resist. 

Sougawa (4,^69,433) tieaches that it is old in th^ drt to form the piston from' 
aluminum; and to employ either forging or casting ( see column 2, lines 38-40). It would 
have been 'obvious to modify Evans by forming the piston from aluminum, since this is a 
commonly utilizeid lightweight material, and to employ forging and casting techniques, 
since these are dbnvehtional forming methods in the piistbn art; 



Best Available Copy 
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Howes te^ches that it is old in the art to employ welding as a means of sealing a 

threaded connection (see column 4, lines 44-49). It would have been obvious to one 

' j • '.['.. ... 

having ordinary skill in tfie art :to rnodify Eyans by employing a welding seam as a' 
means of sealing th^ threaded connection, in order to prevent fluid leakage. 

i . ■ ; 
i . . j 

Clary teaches thiat it is in the art to employ a ring insert 18 in the piston, the 
ring insert being (comprised of Ni resist (see column 3, lines 40-43). It would have been 

' I ■ ' • • * ' . 

obvious to one havir?g ordinary skill In the art to mbdify i'EVans by employing a pistbn 
ring insert comprised of Ni resist.iin order to provide improved wear resistance to the 
compression rin0^ groove!. Note further that it is conventional in the engine art to employ 
piston ring inserts in the compression ring groove, in prder to provide improved wear 
resistance., •';!'•; ■ . :' . ' 

■ ■ ! i ■ 

i ; i . . 

; ^ Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right jo exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory ; 
obviousness-type double patenting rejection is approjpriate wheire the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the i'eference dlaini(s) because the examined application claim is either anticipated 
by, or would have been obvious ^over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van 'Omum, 686 F.2d 937, 214 USPQ 761i (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re. Thdrington, 418 F.2d 528, 163- 
USPQ 644 (CCPA i;969). 

A timely filed jterminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an aqtual or provisional rejection based on a nonstatutory 
double patenting; ground provided the coriflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). i 

Claims 1-2 ane rejected op the ground of nonstatutory obviousness-type double 
patenting as being linpatentablq Ibver claims 1-3 of U.S. Patent No. 6,938,537 in view of 

Sougawa (4,969|433), Howes (5,056.681), and Clary (3,430,969). U.S. Patent No. 

i . ■ . '' 

6,938,537 show^ everything except the piston and ring element being formed of. 

1 ! ■ . ' ■■ ■ ■• ' 

I. . . , j ; ■ . ;, 

aluminum and beingj forced and .bast, respectively, me screw connection being sealed 
by means of a weld iseam, and Ijaving a ring insert consisting of Ni resist. 

Sougawa' ;(4,969,433) teaches that it is old in the art to fomi the piston from 

.... , . . 

aluminum, and to employ either forging or casting (see column 2, lines 38-40). It would 
have been ^obvious iq nibdify U.S. Patent No. 6,938,537 by forming the piston from 

aluminum, since this is a commbply utilized lightweight material, and to employ forging 

>!'■:" '. . . ■ 

and casting techniques,, since these are conventional fonning methods in the piston art. 

Howes teaches that it is old in the art to employ welding as a means of sealing a 
threaded. cpnnectiori (see colum^; 4, lines 44-49). It would have been obvious to one 

I ! I ' 

having ordinary skilliin the art toirnodify U.S. Patent No. 6,938,537 by employing a 
welding seam as' a means of sealing the threaded connection, in order to prevent fluid 
leakage. : | , 

• ^ , • .1 ' ; . • • 

Clary teache^ that it is old in the art to employ a ring insert 18 in the piston, the 
ring insert being corhpnsed of Ni resist (see column 3, lines 40-43). It would have been 
obvious to one hkving ordinary skill in the art to modify U.S. Patent No. 6,938,537 by 
employing a piston ring insert comprised of Ni resist, in order tb provide improved wear 
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resistanqe to the coi|npression ripg groove. Note further that it is conventional in the 
engine art to employ piston ring inserts in. tine compression ring groove, in order to 
provide improved wear resistance. 

J , i : , Conclusion i i 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclpisure. Note the. piston ring inserts of Bauer, Bischofberger et al, and 
Kohnert, the threaded and welded connections of Giacbmelli et al, Osokin et al, Dunn et 
al, Hartley,: and CJhellappa. ■ ■ i • 

Ariy inquiry cpncerning thi^ communication or earlier communications from the 

examiner shouldlbe directed to Marguerite J. McMahon whose telephone number is 

. i . ; ' ' ' ■ ' ■ ' : 

571-272-4848; The (examiner can normally be reached on Monday-Wednesday and . 

Friday, iOam-6:3dpm. ' i ' ' ' 

If attenipts to! reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Steve Cronin can be reached on 571-272H!t536. The fax phone number for 

the organization Where this application or proceeding is assigned is 571-273-8300. 
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Informatioh regarding the! status of an application may obtained from the 
Patent Appllcdtibri l^forftiation Retrievial (PAIR) system. Status information for 

published appiicdtions nriay be obtaineld from either Private PAIR or Public PAIR. 

• i . • , 

Status informaticin for unpublished applications is availalDle through Private. PAIR only. 

For mpri^ information about the j^jAIR system, see http://pair-diriect:uspto.gov. Should 

you have questions on access toithe Private PAIR system, contact the Electronic 

Business Gentei-iCEBC) at 866-217-9f97 (toll-free). If ybu would like assistance from a 

■ i . ' ■■ ^ 

USPTO Customer Seryjce Representative or access jq the automated information 
system, ,ck 800-78$-91 99 (IN U$A OR CANADA) or 571-272-100^^ 

t 

• ^ i';, 

J?)gij^rite McMahon 
Primary Examiner 
Art Unit 3747 



